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A. StBtBggfftPApriiCflttPB 

Claims 1 - 17 are pending herein. Claims 1* 3-8» 10-12 and 14-17 are ameaiddd. 
Reconsideration of Oils application in light of the following remailcB ia reapectftilly requested. 

B. Objection to the Drawingg 

The drawings stand objected to iinder 37 CFR §1.83 (a) for allegedly not showing every 
feature of ihe invention shown in the claims. Spccificallyp the objection states that the *%oIIow 
cjiindrical sleeve** of daim 3 must be shown or the fbature cancelled fiora the claim. The 
objection to the drawings is respectfully traversed. 

The "hollow cylindrical sleeve" redted in claim 3 is clearly shown as item 32 in FIG. 1. 
Nevertheless, flie term '"hollow cylindrical sleeve** has been deleted from dabn 3, 

&i light of the foregoing amendments and iwnarks» it is respectfully requested that At 
objection to the disclosore be withdrawn. 

c. Rq?gti9n wntfgr 3g U.S,C. § 112 

Claims 1-17 stand rejected under 35 U.S.C. §112» first paragraph. Insofar as it may be 
applied against the present claims^ this rejection is respectflilly traversed. 

The claims as originally filed were clearly enabled by the written description provided in 
the specification. Nevertheless, in order to clariQ^ the claims, the claims have been amended to 
recite a **first movable sleeve.** 

In light of the fbregoing, it is respectfully requested that the rejection of claims 1-17 
under 35 U.S.C. §1 12| first paragraph be withdrawn. 

D. RfiiwtiQMUndw3g ^lom 

Qaims l-3» 5, 9-10 and 12-17 stand rejected under 35 U.S.C. §103(a) over U.S. Patent 
No. 6t832,6S6 to Foumler, Jr. et al. ("Foumler '656^*) In view of U.S. Patent No. S,794|703 to 
Newman et al. (^Newman *7Q3**)* Insoftr as it may be applied agpinst the present claims» this 
rqection is respectfully traversed. 

AoDoiding to MP£P § 21^ to establish a prima fade case of obviousness, &ree basic 
criteria must be met. Firsts there must be some suggestion or motivation, either in the references 
dmnselves or in the knowledge generally available to one of oidinaiy skill in the aztp to modify 
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dio mforences or to ccHnbine reference teachingB. Second^ thisre must be a reasonable 
expectation of success, ^ally, the prior art reftrences must teach or suggest all Hit claim 
limitations, MPEP § 2142 at 2100-124* If even one of these criteria is not met, then the prima 
fiide case &i1s. 

Applicant tTBveraes the regectjon of claims 1-3, 5, S^IO and 12-}7 over Foumler ^656 in 
view of Newman '703 on the grounds diat these reference are defective in establishing a prima 
fade ease of obviousness with respect to independent claims 1» 10 and 15 and claims 2-3^ 5, 9, 
12*14 and I&-17 which depend fliereon. 

Claim I. as amended, is directed to a downhole tool for attachment in a production string 
m a well bore having a casing, the tool includes a tvtbular housing lULVkig a fluid passage a fiiet 
movable sleeve coupled to the exterior of the housing, an actuating device coupled to the first 
movable sleeve that includes a phnrali^ of scissor armSi and a valve in communication with the 
first fluid passage, the first movable sleeve is adapted to substantially block a flow of fluid 
through the first fluid passage when the first movable sleeve is in a closed position and to allow 
the flow of fluid when the first movable sleeve is in an opea position, bi response to a first 
predeteimmed condition, the scissor arms of the actuating device move laterally causing Ae first 
movable sleeve to move longitudinally ftom the closed position to the open position. Upon the 
oocmrence of a second predetenntned condition, the vatve allows the flow of fluid thxou^ a 
second fluid passage. 

Claim 10» as amended, is directed to a fill tool fbr a casing. The fin tool includes a body 
having an internal passage leadbg to at least one outlet poit adjacent a lower end of the body» an 
actuator that inchides a pluraUty of scissor arms positioned about the body and adapted to 
laterally coll^o upon insertion into the casings and a movable sleeve positioned external to the 
internal passage, wherein the movable sleeve is movable between an open position and a closed 
position with respect to the at least one outlet port in response to the lateral movement of the 
actuator upon insotion into and substantial removal of the body fiom the casing. 
Claim 1S» as amended, is directed to a method for filling a well casingp Tht method includes: 

(a) coupling a fill tool to a lower end of a tool string, the fill tool having: a first fluid 
passage; a movable sleeve in communitaiiou with the first fluid passage and positioned in a 
closed configuration about an exterior of the tool so as to block the flow of flm'd through the first 
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fluid pissage; ond m actuating device comprising a plumlity of mssor $nn& coupled io the 

(b) lowering the tool into an opening of a well casing to actuate the actuating device by 
laterally coHaj^sing fitie scissor thereby moving the movable sleeve to an open position so as 
to allow the flow of fluid fhrougb the fmt fluid passe^g^ and 

(c) injecting fluid into the tool string such that the fluid flows through the fluid passage. 
Pounder ^656 discloses a valve for use in an oilfield tool Foumiar *656 discloses el 

Column 4, tines 32«45 with reference to FIG. 3 that: 

"The valve member 100 is movable between an open and a doaed position. Oei»dly, 
Ibe open position penntts fluid to enter and sxit the tool 200 wlule the closed position 
prevents fluid from siting die tool 200 by sealing a valve boTe 11 S. In the open position, 
9i@ valve bore llS in valve mgmbgr 100 aligns with the upper boi^ 145 and One lower 
bore 17Sp thereby allowing fluid communication through the tool 200. Conversely, in the 
clx)i&ed position^ the valve member 100 is rotated approTdmatety 90 degrees. As @ resiiit, 
the valve bore 113 is ou^ of alignment with the bores 14S» 175« tSii^^y preventing the 
flow of fluid through the valve bore I IS. Bi this itoanner, the valve member 100 
selectively controls fluid eommmdeation through the tool 200.*' 

Foumier '656^ however^ not provide any teaching, suggestion or raotivstlon of a 
downhole tool that includes a movible iteeve for opening and closinQ a fluid passage and an 
actuating device coupled to a movable sleeve that includes scissor amis tliiat lare adapted to move 
laterally to cause the movable sleeve to move LongitudinaUy &om a closed position to an open 
position. Foumier '656 also does not provide any teaching, suggestion or motivation of a fill 
tool or a method for filling a well casing with a fill toot that includes an actuator having a 
plurality of scissor amis that are ade^ted to laterally collapse so as to move a sleeve between an 
open position and a closed position in response to the lateial mov^ent of this actuator. Instead 
and as noted above, Foumi^ '6S6 discloses a valve member 100 that Is opened and closed by 
means of rotation so as to control the flow of fiuid through the valve bore 1 15. In addition^ it is 
notable thst n rotiAibfe valve such as disclosed in Foumier *656 cannot b@ actuated with scissor 
arms. 

Newman *703 discloses a wellbofe tractor and method of moviog an item Oroqsb a 
wellborn Newman *703 discloses at column 5, Unes 5a»69 that the weUbore tractor indudes slip 
arms 131 and 132 which are secured to a aUp 123. Newman *703» however^ does not provide 
any teaohingy suggestion or motivation of a downhole tool (hat inohides a tubular housing having 
a first fluid pas^ga, a movable sleeve for opening and dosing the fiist fluid passagis and a valve 
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is cQQunutiication with ibe first fluid passago wborein the valve allows the flow of fluid through 
a second fluid passage upon the occurrence of a predetexmined condition. Newman '703 also 
does not provide any teaching* suggestion or motivation of a fill tool or a method for filling a 
well casLntg with a fill tool tiiat indades a body having an internal pasaago leading to an outlet 
port and a movable sleeve positioned external to the internal passage that is movable between an 
open position and a closed position witti respect to the oudet port 

Afioordhigly^ nfiithsr Fbumier ^656 nor >fewman ^703, alone or in combination discloses 
or suggests all of the elmienfa of claims U tO or 15* Tbu6» for at least this reason^ a prima fade 
case of obviousness has not been met with respect to clauns 1, 10 and 15 because at least one of 
the oiteria of Ae prima fhcie case iM 

In addition, the remaining criteria of a prima facie ease of obviousness have Hso not been 
met There is no suggestion or motivation, either In Foumler *656 or Newman *703, or in the 
knowledge g^enlly available to one of ordinary skill In the art, to modify the refbroices or to 
combine refbrance teachings. Indeed as noted abovos the knowledge generally available to one 
of ordinary skill in the art would not lead to the combination of Foumler '656 and Newman '703 
as suggested in ttie Office acdon because a rotatable valve such as disclosed in Founder ^656 
cannot be actuated with a slip and slip atm ananggmmt such as disclosed in Newman 703. 
Consequently, there could be no reasonable expectation of success that a combination of 
Fomnier '6S6 and Newman '703, would rasult in the subject matter of claims 1, 10 and IS, in 
pan because the knowledge generally available to one of ordkiary skill in the ait would dictate 
against the combination, and, even if the references could be combined, neither reference 
discloses or suggests all of the elements of claims 1, 10 and IS. 

AACordingly^ tlzeoe i& no suggcsdon or mottvation to combine or modify Foumier '656 or 
Newman 703 to accomplish the tools of claims 1 and 10 or the method of claim 15> and even 
fbrther, there is clearly no suggestion or motivation to modify Foumier '656 or Newman 703 to 
provide the elonents of claims I, 10 and 15 noted above as lacking hi tfieir disclosures. The 
Ofiice Acdon does not recite any particular evidence that would provide the teaching or 
suggestion that is lacMi^ in the references. In this regard, MPEP § 2143.01 provides that: 

The mere fact that references can be combmed or modified does not raider the resultant 
combination obvious unless Ifae prior art also suggests the desirsibiHty of the combination. 

MPEP§ 2143.01 at 2100-126. 



9 

PAK lim^RCVD AT 7/1312005 9:17:03 PM [Eastern 



Hayries and Boone, LLP 7/13/2005 8:18 PAGE 12/14 Dallas' 



PATBNT 
Docket No. 225B4J7 
CitttomerNb. 000027683 

In the absence of a teacbing or suggestion of combination in the referencQB tfaemselveB^ as 
well as the absence of other particular evidence teaching or suggesting fhe combination. 
Applicants can cuily conclude that the suggeatkm or nKitivation for the combination of Foumicr 
and Newman *703 applied in the Office Action arises solely fiom impermissible hindsight. 

Even rf there were a suggestion or motivation to combine the references^ the combination 
would not r^lt in or be tho equivalent of claims 1, 10 or 15 because neither reftrenoe dlsGloBes 
or suggests all of tho elements of claims 1.10 and 15. Aocordin^y^ there eould be no reasonable 
expectation of success for a combination of Foumier *6S6 and Newman *703. 

In view of the foregoing^ Applicant submits tiiat a prima fbcie case of obviousness over 
Foumier '656 in view of Newman ^703 has not been made with respect to claims 1» 10 and IS, 
and requests that tfaa rsjection of claims 1> 10 and IS over diese r^erenoea be withdrawn. 
Claims 2-3| S» % 12-14 and 16-17 which al&o stand v^ected over Fourmer '656 in view of 
Newman *703» depend from claims 1, 10 or IS, Accotdtngly, Applicant fiufher requests that the 
rejection of claims 2-3, Sp 9, 12-14 and 16-17 over these references be withdrawn for at least the 
same reasons as apply to clafans 1« 10 and 15. 

Claims 7-8 stand rejected under 35 Ut$»C. §103Ca) over Foumier .'656 in view of 
Newman '703 and further in view of U.S. Patent No. 4,067358 to Sticich C^Streich '358"). 
Inso&r aa it maybe applied agamst the present claimsi this rejection ta respectfliUy traversed. 

According to MPBP § 2142, to establidi a prima fiicie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation* either in the re&rencos 
themselves or in the knowledge generally available to one of ordinary skill in the art» to modify 
the refbrences or to combine reference teadiings. Second> there must be a reasonable 
expectation of success. Finatlyt Hit prior art refbrences must teach or suggest all the claim 
limitations. MPEP § 2142 at 2100-124. If even one of these criteria is not mot, then fhe prima 
fktie case fidls. 

Claims 7-8 depend fiom and include the subject mattn* of claim 1 noted above. Claims 
7-8 specify that the valve of claim I includes an entrance port of the second fluid paBsage« a ball 
or a plunger and a biasing mechaninn. 

The deficiencies of Foumier ^656 and Newman ^703 vdth respect to claim 1 are noted 
above. In addition, as acknowledged in tiie OffiM action, neiiha- Foumier '636 nor Newman 
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^703 provide any teachingi suggestion or motivation of a downhole tool that includes a spring 

biased ball or plunger valve- 

Streich *3S8 discloses an indexing automatio fill-up float valve, Stteich '358^ however* 

doe^ not supply the deficiencies of Foumier ^656 and Ne^mian ^703 with respect to claim L In 

addidoU) the Office action suggests that the valve of Streich '358 could replace the ball valve of 

Pounder '656. Assuming that such a substttutioa could be diade» ttte aubstitudon would destroy 

the utility of the valve of Founiier '656. Spedfically^ if the vatve of Streich *3S8 r^Iaced the 

ball valve of Founder *6S6, ti» valve of Founiier *656 could only be moved firom a closed to an 

open position by imposition of sufiBfcient fluid pressure and not in response to ins^on of the 

tool into casing. In this regard, see Column 5» bnes 6-10 of Foumier '656 which discloses that: 

^e handle 155 is constructed and arranged of weighted material to open the valve 
member 100 only when tiie tool 200 is inserted into casing and to dose the valve member 
100 after the tool 200 is removed from the casing/* 

Accordingly, none of Foumi^ '656» Newman 703 or Streich '3S8, alooe or in 
combination disclose or suggest all of the elements of claims 7-8. Thus, for at least this reason, a 
prima fkcie case of obviousness has not been met with respect to olauns 7-8 because at least one 
of the criteria of the prima &cie case has faiied. 

In addition^ the remaining criteria of a prima fade case of obviousness have also not been 
met. There is no suggestion or motivation» in any of Foumier '656, Newman 703 or Streich 
'3S8t or in the icnowledge generally available to one of ordinary skill in die art, to modify the 
refereuces or to combine reference teachings. Consequently* there could be no reasonable 
expectation of success that a combination of Foumier '656» Newman 703 and Streich *358, 
would result in the subject matter of claims 7-8, in part because the knowledge generally 
available to one of ordinary skill in the art would dictate ag^nst the combination and even if the 
references could be combmed* none of die references discloses or suggests all of the elements of 
otaima 7-& 

Aiccocdut^y, there is no sugsestioa or modvation to combine or modify Foumier '656, 
Newman 703 and Strrich '358 to accomplish die tool of elauns 7-8^ and even fhitiier, there is 
clearly no suggestion or motivation to modify Fourm'er '656, Newman '703 or Streidh '358 to 
provide fat etementa of cUdma 7-8 noted above as lackmg in thw disclosures. The Office 
Actim does not recite any particular evidence diat would provide die teaching or suggestion Quit 
is lackmg m the reftraices. hi diisregatd,MPBP§ 2143.01 provide diat: 
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The mere fact thai refanmces can bo combined or modified does not reader the resultant 
combinatiofi obvioiu unless the priw art also euggeffts the deairability of flie combination. 

MPEF§ 2143.01 at 2100-m 

In tfie abBCToe of a teaching or suggjestion of combination in the references themselves, as 
well as the absence of other particular evidence teaching or suggesting the combination, 
Applicants can only cmclude that the augge&tion or motivation for tte combination of Foumier 
^656, Newman '703 and Stretch '358 applied in the Office Action arises solely fiom 
inq)enniBsibIe hindsight 

Even if thaie were a auggaation or motivatbn to combine the lefexenoes, the combination 
would not rsBuh in or be tfie equivalent of clakns 7-8 because none of the referencas discloses or 
suggests all of the elements of claims 7-8. Accordingly, there could be no reasonable 
expectation of success for a combination of Foumier '656, Newman *703 and Streich '358. 

In view of die fbregoing. Applicant aubmits diat a prima froie case of obviousness over 
Foumier '656 in view of Newman '703 and fiutfaer in view of Streich '358 has not been made 
with respect to claims 7-8, and requests that the rq*ection of claims 7-8 ovcx diese refbrences be 
withdrawn. 



Claima 1-17 are now pending in the present application. In view of the foregoing remarks^ 
allowance of claims 1-17 is respectfully requested. The examiner is invited to call tiie undciagned 
at the below-listed te1q}hDne number if in the opimon of Oie exammer such a telephone conference 
would expedite or aid the prosecution and examination of tfajs-appUcation. 



901 Mam Street, Suite 3100 
Dallas* Texas 752023789 
Telephone: 214-651-5242 
Facsimile: 214-200-0853 
B-Mail: ipdocketing^haynesboone^ccHn 

12584J7 D-IM5384JMC 
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